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1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)n All b)n Some * c)^ None of: 

1 Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
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DETAILED ACTION 
Rejections Withdrawn 

Claims 1-2, 6-9, 12 and 18-21 rejected under 35 U.S.C.102(b) as being anticipated by 
Burt for reasons of record in paper no.. 7, paragraph-3, mailed august 13, 2003. 

Claims 8, 10 and 12 rejected under 35 U.S.C. 102(b) as being anticipated by Heimann 
for reasons of record in paper no. 7, paragraph-4. 

Claims 1-10 ans 12-21 rejected under 35 U.S.C. 103(a) as being unpatentable over Burt 
in view of Heimann for reasons of record in paper no. 7, paragraph-6. 

New Grounds of Rejection 

The following are new grounds of rejection: 

Claim Rejections - 35 USC § 112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conciude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 4 and 24-29 are rejected under 35 U.S.C. 112. second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 
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Claim 4 is found to be confusing in that it is unclear as to how are the label and the 
transparent laminate adhered to different sections of the backing , when each is 
straddling the split line as stated in claim 1. 

As for claim 24, it incomplete because in page 5 of the amendment, last line of claim 24 
ends with the phrase "... second split-line; and". The following page 6 recites claim 25. 
Hence. It is unclear as to what is being claimed in claim 24. 

3. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
nnaking and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

4. Claims 22 and 23 are rejected under 35 U.S.C. 1 1 2, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. The specification teaches the sequential 
steps of removing and applying the label and the laminate to a substrate. However, it 
fails to provide support for the subject matter claimed in claims 23 and 23, in that the 
simultaneous removing of the two is not disclosed in the specification as originally filed. 



Claim Rejections - 35 USC § 102 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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5. Claims 1-2, 4-9, 12 and 14-21 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Heuser (2,953,865). 

Heuser relates to a label form (10) comprising a backing member (14) separated by 
split-line (16), a label (13) is removably attached to a first side of the backing member, 
and a transparent laminate (15) removably attached to the second side of the backing. 
The split-line separates the backing into a first and second section such that each of the 
label member and the transparent laminate straddle the split line (see figures 2-3 and 
5). The label includes printable top surface (12). The label includes first and second 
shaped edges as shown in the drawings. The laminate includes a clear plastic. The 
backing includes release coating on both surfaces (col. 2, lines 55-57). As shown in 
figures 2-3, the laminate does not cover the printable label member as the two are 
located on opposite side of the backing member. The laminate is wider than the label 
(col. 3, lines 38-43). The reference also discloses the method of applying the label of 
claim 18. 

Regarding the intended use phrase "when the backing member is separated" (claims 4 
and 14), and "adapted to" phrase have not been given any patentable weight because 
said phrases are not deemed to be of positive limitation in a product claim. 

Claim Rejections - 35 (JSC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or descnbed as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was nnade to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 1-2, 4-10 and 12-23 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Heuser. 

Heuser, as discussed above, fails to teach that the label member and the transparent 
laminate are both located on the first side, that the laminate is approximately 0.25 inch 
wider than the label, and that the label and the laminate are simultaneously applied. 
It would have been obvious to one having ordinary skill in the art to rearrange the parts 
by placing both the label and the laminate on the same side of the backing for reducing 
the thickness of the form to improve printer adaptability. 

Regarding the width, it would have been obvious to optimize the width of the laminate 
for increasing the label surface protection. 

As for the method of simultaneous applying the label and the laminate, it is found to of 
functional equivalence to the steps of sequential application because it provides for the 
same function of obtaining the labeled product, specially in the absence of any showing 
of criticality by the applicant. 

8. Claims 24-29 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Heuser. 

Examiner has taken the position that the incomplete claim 24 relates to a label form 
comprising a backing member having two split-lines and the label member and the 
laminate are located on opposite side thereof. 

Heuser, as discussed above, fails to teach the presence of a second split-line in the 
backing member. It would have been obvious to one having ordinary skill in the art at 
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the time the invention was made to provide the backing of Heuser with a second split- 
line, based on duplication of parts, to provide for increased flexibility and ease of 
removal of the label and the laminate therefrom. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Nasser Ahmad whose telephone number is 571-272- 
1487. The examiner can normally be reached on 7:30 AM to 5:00 PM, and on alternate 
Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Harold Pyon can be reached on 571-272-1498. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Conclusion 



Nasser Ahmad ^ 
Primary Examiner 
Art Unit 1772 




N. Ahmad. 
March 16,2004. 



